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KYOWA HAKKO KOGYO CO., LTD. 



This international penary examination repo« has been prepared by this Internationa, Preliminary Examining Authority 

and is transmitted to the applicant according to Article 36. 

r- * * i ~r A sheets including this cover sheet. 

This REPORT consists of a total of 4 sneeis, inwu e 

70.16 and Section 607 of the Administrative lr 
These annexes consist of a total of sheets 



* a u atmmfxfS i e sheets of the description, claims and/or drawings which have 

™ s ^tss^^^ss^^^ ?ir ions madebefore this Authonty (see 

Rule 70.16 and Section 607 of the Administrative Instructions under the PCT). 



3. 



This report contains indications relating to the following items: 

I 1^1 Basis of * e re P ort 

n Q Priority 

m Q Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 

IV I I Lack of unity of invention 

^ Reasoned statement under Article 35(2) *th .gj* to novelty, inventive step or industrial applicability; 

V 12<j citations and explanations supporting such statement 

yi j^j Certain documents cited 

VII O Certain defects in the international application 

K7\ Certain observations on the international application 



Date of submission of the demand 

16 June 2000(16.06.00) 

Name and mailing address of the IPEA/JP 

Facsimile No. 
Form PCT/IPEA/409 (cover sheet) (July 1998) 



Date of completion of this report 

31 January 2001 (31.01.2001) 



Telephone No. 



INTERNATIONAL PRELIMINARY EXAMINATION REPORT 



I Interr 



International application No. 

PCT/JP99/06487 



I. Basis of the report 



I 1. With regard to the elements of the international application:* 
the international application as originally filed 

1 | the description: 

pages . 

pages i . 

pages 



, as originally filed 
, filed with the demand 



, filed with the letter of 



□ 



the claims: 

pages 

pages 

pages 

pages 



, as originally filed 



, as amended (together with any statement under Article 19 

, filed with the demand 



filed with the letter of 



□ 



the drawings: 

pages 

pages 

pages 



, as originally filed 
, filed with the demand 



, filed with the letter of 



[ | the sequence listing part of the description: 

pages . 

pages . 

pages 



, as originally filed 

filed with the demand 



, filed with the letter of 



2 With regard to the language, all the elements marked above were available or furnished to this Authority in the language in which 
1 ' the international application was filed, unless otherwise indicated under this item. 

These elements were available or furnished to this Authority in the following language which 

□ the language of a translation furnished for the purposes of international search (under Rule 23 . 1 (b)). 
| | the language of publication of the international application (under Rule 48.3(b)). 

□ the language of the translation furnished for the purposes of international preliminary examination (under Rule 55.2 and/ 
or 55.3). 

With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international 
preliminary examination was carried out on the basis of the sequence listing: 
| | contained in the international application in written form. 

filed together with the international application in computer readable form 
[ | furnished subsequently to this Authority in written form. 
| | furnished subsequently to this Authority in computer readable form. 

□ The statement that the subsequently furnished written sequence listing does not go beyond the disclosure in the 
international application as filed has been furnished. 

The statement that the information recorded in computer readable form is identical to the written sequence listing has 
been furnished. 

I 4- EH Tne amendments have resulted in the cancellation of: 

| | the description, pages __ . — 

1 1 the claims, Nos. . 

| | the drawings, sheets/fig . 



1—1 This report has been established as if (some of) the amendments had not been made, since they have been considered to go 
| 5. | — I beyond the disclosure as filed, as indicated in the Supplemental Box (Rule 70.2(c)).** 

Replacement sheets which have been furnished to the receiving Office in response to an invitation under Article ^J^^^j^ 
^^7^^ ''J^iyfiled J and are not annexed to this report since they do not contain amendments (Rule 70.16 
and 70 J 7). 

** Any replacement sheet containing such amendments must be referred to under item J and annexed to this report. 
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| V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



1 . Statement 

Novelty (N) 



Inventive step (IS) 



Industrial applicability (IA) 



Claims 
Claims 

Claims 
Claims 

Claims 
Claims 



1-12,14-39 



13 



1-12,14-39 



13 



1-39 



YES 
NO 

YES 
NO 

YES 
NO 



2. Citations and explanations 
Claim 13 

Cited Documents: 

1 Genome Research, Vol. 6, No. 9, 1996, p. 791-806 
2. Proc. Natl. Acad. Sci. USA, Vol. 92, No. 23, 1995, p. 10467-10471 

Document 1 describes an oligonucleotide having the same sequence as the continuous sequence of 60 or 
more bases in the base sequence designated as Sequence No. 2 in this Specification, and document 2 
describes an oligonucleotide having the same sequence as the continuous sequence of approximately Zt> 
bases in the base sequence designated as Sequence No. 5 in this Specification. 

Therefore, the oligonucleotides described in documents 1 and 2 are essentially the same as the invention 
set forth in Claim 13. 
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VIII. Certain observations on the international application 



The following observations on the clarity of the claims, description, and drawings or on the question whether the claims are fully 
supported by the description, are made: 

Claims 23, 27 and 39 

Generally speaking, it is impossible to understand a chemical compound per se merely by specifying its 
desired properties. Therefore, a Specification in which clues for obtaining the active ingredient, such as 
the chemical structure and the like, are not set forth requires a trial and error process that exceeds what 
can be expected of persons skilled in the art, i.e., persons skilled in the art must prepare an infinite 
number of compounds, screen them, and determine whether or not they have the desired properties in the 
process of obtaining the active ingredient necessary to work the invention. Therefore, this kind of 
Specification does not clearly and sufficiently describe the invention such that it can be worked by 
persons skilled in the art. 

In looking at the Specification of this application, no specific examples of the compounds obtained by 
the screening process set forth in Claims 23, 27 and 39 are provided. Furthermore, no clues for 
obtaining these compounds, such as chemical structure and the like, are provided, and this examination 
finds that such matters could not be predicted by persons skilled in the art at the time of filing. 

Therefore, persons skilled in the art cannot understand the compounds obtained by the screening 
methods set forth in Claims 21, 22, 24-26, 37 and 38, and working this invention requires a trial and 
error process that exceeds what can be expected of persons skilled in the art, i.e., preparing and screening 
an infinite number of compounds. 

As a result, this examination finds that the Detailed Description does clearly and sufficiently describe the 
inventions set forth in Claims 23, 27 and 39 such that they can be worked by persons skilled in the art. 
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